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STATEMENT OF RELATED CASES 

No appeal in or from the same civil action was previously before this Court 

or any other appellate court. 
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Petitioners POSCO and POSCO America Corp. (collectively, “POSCO”) 

petition the Court pursuant to the All Writs Act, 28 U.S.C. § 1651, and pursuant to 

Rule 21 of the Rules of this Court, for issuance of a writ of mandamus in 

connection with Nippon Steel & Sumitomo Metal Corp. v. POSCO and POSCO 

America Corp., Civil Action No. 12-cv-2429 (SRC), now pending before the U.S. 

District Court for the District of New Jersey.  POSCO asks this Court to direct the 

district court to vacate its October 30, 2014, order modifying the Discovery 

Confidentiality Order (“DCO”), which reverses the district court’s earlier ruling 

prohibiting cross-use of confidential discovery in foreign litigations.  In its order, 

the district court failed to conduct the balancing test required under Third Circuit 

law.  Balancing all the relevant factors shows that good cause continues to exist for 

the DCO to protect POSCO’s highly confidential and trade secret information from 

disclosure and use in foreign litigations. 

The district court’s legal error can only be corrected by a writ of mandamus 

because the issues raised by this petition will become moot if Nippon discloses 

POSCO’s highly confidential and trade secret information to foreign counsel or 

courts without POSCO’s having an opportunity for appellate review.  For these 

reasons, POSCO is also filing an emergency motion for stay of the district court’s 

order modifying the DCO pending the resolution of this petition. 
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THE ISSUE PRESENTED 

Did the district court clearly abuse its discretion when it applied the 

incorrect legal standard in deciding to modify the DCO to allow the cross-use of 

POSCO’s highly confidential and trade secret information in foreign litigations? 

PRELIMINARY STATEMENT 

POSCO seeks this Court’s protection against the irreparable harm that will 

result from the disclosure and use of POSCO’s highly confidential and trade secret 

information in litigations in Korea and Japan.  Allowing Nippon to disclose 

POSCO’s trade secrets to Nippon’s foreign counsel and to use them in foreign 

litigations will irreparably damage POSCO and likely will destroy POSCO’s trade 

secrets.  POSCO produced this information in reliance on the DCO, which the 

district court previously decided should prohibit both cross-use of confidential 

discovery obtained in the U.S. litigation and its disclosure to foreign counsel. 

Despite the district court’s previous decision, Nippon sought to modify the 

DCO to permit disclosure and use in foreign litigations of a portion of POSCO’s 

highly confidential and trade secret information.  The Special Master found that 

changed circumstances warranted modification because Nippon now sought to 

export only a portion of POSCO’s confidential documents and testimony.  The 

Special Master granted Nippon’s request, applying a “may be relevant” test 

borrowed from precedent in other jurisdictions.  The district court affirmed the 
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Special Master’s decision even though the Special Master applied the wrong legal 

standard.  Unlike other jurisdictions that consider “changed circumstances” or 

potential relevancy, the Third Circuit requires a balancing of factors to determine 

whether good cause for the confidentiality order continues to exist.  In affirming 

the Special Master’s findings, the district court did not conduct the balancing test 

or explain how the good cause that warranted the original DCO ceased to exist.  

Had the court applied the correct legal standard and balanced the relevant factors, 

it would have concluded that good cause continues to exist for the DCO provision 

barring cross-use.  These errors constitute a clear abuse of discretion that requires 

mandamus. 

STATEMENT OF FACTS 

POSCO and Nippon both manufacture and sell grain-oriented electrical steel 

(“GOES”).  In April 2012, Nippon sued POSCO in its home forum of Japan, 

alleging theft of trade secrets pertaining to GOES, which spawned a declaratory 

judgment action POSCO filed on the same issues in Korea.  These hotly contested 

foreign litigations present claims for monetary and injunctive relief that dwarf any 

risks presented by the U.S. action.  For example, in Japan, Nippon is seeking an 

award of over $850,000,000.  Around the same time, Nippon also sued POSCO in 

the United States for patent infringement, asserting four patents relating to GOES 

and methods of its manufacture.  After POSCO filed requests for reexamination on 

Case: 15-112      Document: 2-1     Page: 10     Filed: 11/07/2014



 

 4 

all four patents, Nippon amended its complaint to add Lanham Act false 

advertising and equivalent state law claims.  In the U.S. litigation, however, there 

are no trade secret claims at issue.  Similarly, there are no patent infringement 

claims at issue in the foreign litigations. 

Early in the U.S. case, the parties tried to agree on a confidentiality order to 

protect any trade secret or other confidential information that might be exchanged 

during discovery, such as technical specifications of POSCO’s trade secret 

manufacturing process.  The parties agreed that this type of information should be 

protected under the DCO.  But from the beginning, Nippon pushed for a 

confidentiality order that would allow Nippon to share POSCO’s confidential 

information with its foreign counsel and to use that information in litigations in 

Korea and Japan, where U.S.-style discovery does not exist and is not permitted.  

POSCO opposed Nippon’s attempt to use U.S. discovery for the foreign litigations 

and instead proposed that the parties adhere to the District of New Jersey’s 

standing practice that confidential material may “be used by the receiving party 

solely for the purposes of the prosecution or defense of this action.”  App’x S to 

D.N.J. L. Civ. R. 

The parties brought their dispute to the Magistrate Judge, who, after issuing 

an interim DCO “pursuant to the most restrictive level of confidentiality,” assigned 

the issue to a Special Master.  (Ex. A.)  The Special Master received extensive 
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written and oral argument on the cross-use dispute (e.g., Ex. B; Ex. C), which he 

recognized was a highly contentious issue that had “been the principle impediment, 

thus far, to conducting discovery.”  (Ex. D at 2.)  Nippon urged that it was not 

seeking “‘blanket’ cross-use of all discovery,” but only materials relevant to its 

Japanese trade secret litigation.  (Ex. C at 4).  Nippon also argued that 

confidentiality would be maintained because it proposed conditions that it alleged 

“would protect all Confidential and Outside-Attorneys’ Eyes-Only material 

submitted to the [foreign] court.”  (Id. at 3 n. 2.) 

The Special Master rejected Nippon’s arguments and concluded that the 

confidentiality order should, in accordance with the District of New Jersey’s 

standard order, prohibit both cross-use and disclosure to foreign counsel of 

confidential discovery materials.  (Ex. D at 2, 4.)  The Special Master reasoned that 

“[d]iscovery is better accomplished within the context and purpose of the laws, 

rules and regulations of each jurisdiction.”  (Id. at 4.)  The DCO was entered on 

April 18, 2013, nearly a year after the suit began.  (Ex. E at ¶ 3.)  Nippon 

immediately appealed from the Special Master’s findings, presenting the same 

arguments and law to the district court.  (Ex. F.)  The court, on de novo review, 

issued an order agreeing with the Special Master’s decision to prohibit cross-use.  

(Ex. G.) 
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After the Special Master’s ruling prohibiting cross-use, POSCO produced 

millions of pages of documents and hundreds of hours of deposition testimony 

containing confidential information.  The Special Master expressly cited the 

DCO’s confidentiality provisions as a basis to permit the broad scope of discovery 

Nippon sought to compel from POSCO.  (Ex. H at 11; Ex. I at 17-18.)  The 

documents and deposition testimony that Nippon has selected for use in the foreign 

litigations all were produced after, and in reliance on, the Special Master’s decision 

to prohibit cross-use. 

About a year after entry of the original DCO, Nippon asked the Special 

Master to reverse his earlier ruling on cross-use.  (Ex. J; Ex. K.)  Relying on the 

same underlying arguments it made before, Nippon sought to modify the DCO to 

allow Nippon to disclose to its foreign counsel and use in the foreign litigations 

nearly 200 documents and deposition testimony containing POSCO’s confidential 

information.  (Ex. I at 7-15.)  This time, the Special Master granted Nippon’s 

request to modify the DCO, finding that Nippon’s request to cross-use a subset of 

confidential discovery was a changed circumstance and stating that “the fact that 

the information ‘may be relevant,’ to the foreign court is a sufficient showing of 

good cause to allow the cross-use.”  (Ex. L at 20.)  To preserve POSCO’s appeal 

rights, the parties agreed to temporarily stay the Special Master’s order modifying 
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the DCO until two weeks after the district court decided POSCO’s appeal from the 

order.  (Ex. M; Ex. N; Ex. O.) 

Although the Special Master failed to apply the correct legal standard in 

deciding to modify the DCO, on October 30, 2014, the district court nonetheless 

affirmed the Special Master’s decision.  (Ex. P; see also Ex. Q; Ex. R; Ex. S.)  The 

result of this ruling is that the temporary stay will expire on November 14, 2014, 

and Nippon will, subject to certain restrictions, immediately be able to disclose 

POSCO’s highly confidential and trade secret documents and deposition testimony 

to its foreign counsel in Korea and Japan for use in the foreign litigations. 

ARGUMENT 

I. Mandamus Is Appropriate to Protect Confidential and Trade 
Secret Documents and Information 

This Court has held that a writ of mandamus “may properly be used as a 

means of immediate appellate review of orders compelling the production of 

documents claimed to be protected by privilege or other interests in 

confidentiality.”  In re MSTG, Inc., 675 F.3d 1337, 1342 (Fed. Cir. 2012); see also 

In re Spalding Sports Worldwide, Inc., 203 F.3d 800, 804 (Fed. Cir. 2000).  The 

Third Circuit has reached the same conclusion.  Bogosian v. Gulf Oil Corp., 738 

F.2d 587, 591 (3d Cir. 1984).  Mandamus is appropriate in such cases because, 

once confidential material is revealed, the confidentiality is irrevocably lost. 
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POSCO, as the petitioner, bears the burden of establishing that the district 

court clearly abused its discretion and that POSCO lacks adequate alternative 

means to obtain the relief sought.  Spalding, 203 F.3d at 804.  The law that this 

Court applies in deciding whether the district court abused its discretion depends 

on whether the issue is one of substantive patent law.  Id. at 803.  Here, the issue is 

whether the district court applied the correct legal standard in deciding to modify 

the confidentiality order.  Accordingly, the law of the regional circuit (here, the 

Third Circuit) applies.  See, e.g., In re Jenoptik AG, 109 F.3d 721, 723 (Fed. Cir. 

1997) (applying the law of the Ninth Circuit when determining whether the district 

court correctly modified a stipulated protective order). 

II. The District Court Applied the Incorrect Legal Standard 

The district court clearly abused its discretion by failing to follow Third 

Circuit law, which applies a two-part test in determining whether to modify an 

existing confidentiality order. The court must first consider whether the movant 

has come forward with a reason to modify the confidentiality order.  It must then 

balance all of the factors relevant to whether good cause continues to exist to 

maintain the order.  The district court affirmed the Special Master’s decision 

without discussing or balancing all of the factors.  (Ex. P.)  Although the court 

correctly observed that the Special Master “cited the Pansy standard” (Id. at 2), it 

ignored the fact that the Special Master never discussed, let alone balanced, all of 
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the relevant factors to determine whether good cause continues to exist to maintain 

the DCO.  Had the district court analyzed and balanced all of the relevant factors, 

including POSCO’s reliance on the original DCO in producing its highly 

confidential and trade secret information, the court would have concluded that 

good cause still exists to maintain the DCO provision prohibiting cross-use. 

A. The Third Circuit Requires a Balancing Test When 
Determining Whether to Maintain or Modify an Existing 
Confidentiality Order  

Under Third Circuit law, as a first requirement, the party seeking to modify a 

confidentiality order must come forward with a reason to modify the order.  Pansy 

v. Borough of Stroudsburg, 23 F.3d 772, 790 (3d Cir. 1994).  Once a party does so, 

“the court should then balance the interests, including the reliance by the original 

parties to the order, to determine whether good cause still exists for the order.”  Id.  

The balancing test is not only “necessary” under Third Circuit law, it is outcome-

determinative.  Indeed, the Third Circuit in Pansy reversed the district court 

because it failed to balance the appropriate factors.  Id. at 786, 792. 

The Third Circuit reasoned that all relevant factors of a given case should be 

considered, and that “such a balancing test is necessary to provide the district 

courts the flexibility needed to justly and properly consider the factors of each 

case.”  Id. at 789.  It further instructed that, to facilitate appellate review, “a district 

court should articulate on the record findings supporting its judgment.”  Id.  A 
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party’s reliance on the confidentiality order is an important factor that must be 

considered and, if present, weighs against modification.  Id. at 789, 790.  The Third 

Circuit has stated that reliance is even more important when the confidentiality 

order “induced the party to allow discovery,” such as “where a trade secret was 

involved.”  Id. at 790 (quoting Beckman Indus., Inc. v. Int’l Ins. Co., 966 F.2d 470, 

475-76 (9th Cir. 1992), cert. denied 506 U.S. 868 (1992)). 

In addition to reliance, some of the factors courts typically weigh include: 

(1) whether there is a legitimate privacy interest; (2) whether the information is 

being sought for a legitimate purpose or improper purpose; (3) whether 

confidentiality is sought over information important to public health or safety; (4) 

whether sharing information among litigants will promote fairness and efficiency; 

and (5) whether the entity benefitting from the confidentiality order is a public 

official.  Id. at 787-88; Medeva Pharma Suisse A.G. v. Roxane Labs., Inc., No. 07-

5165, 2011 WL 3841377, at *3 (D.N.J. Aug. 26, 2011) (denying motion to modify 

a confidentiality order after balancing the relevant factors); Everest Nat’l Ins. Co. 

v. Sutton, No. 07-722, 2010 WL 4387522, at *7 (D.N.J. Oct. 28, 2010) (same).  

Where “a case involves private litigants, and concerns matters of little legitimate 

public interest, that should be a factor weighing in favor of granting or maintaining 

an order of confidentiality.”  Pansy, 23 F.3d at 788. 
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B. By Applying a “May Be Relevant” Standard, the District 
Court Did Not Follow Third Circuit Law 

Instead of applying the Third Circuit’s two-part test, including the necessary 

balancing of all relevant factors, the Special Master expressly relied on and applied 

Infineon Technologies AG v. Green Power Technologies Ltd., 247 F.R.D. 1 (D.C. 

Cir. 2005), and In re Jenoptik, 109 F.3d at 723 (applying Ninth Circuit law).  (Ex. 

L at 20.)  Both the Special Master and the district court failed to recognize that the 

law in those circuits differs from controlling Third Circuit precedent.  For example, 

the D.C. Circuit focuses on changed circumstances and whether good cause exists 

for the modification.  Infineon Techs., 247 F.R.D. at 2.  And the Ninth Circuit 

“strongly favors disclosure to meet the needs of parties in pending litigation.”  See 

In re Jenoptik, 109 F.3d at 723 (quoting Beckman Indus., 966 F.2d at 475).  The 

“changed circumstances” and “may be relevant” standards followed by the D.C. 

and Ninth Circuits, and applied by the district court here, are directly at odds with 

Third Circuit law, in substance and result.  Compare Infineon Techs., 247 F.R.D. at 

2-3 (relevant inquiry is whether movant has shown good cause to modify the 

order), with Pansy, 23 F.3d at 790 (relevant inquiry is first whether movant has 

come forward with a reason to modify the order and then whether, after balancing 

the factors, good cause continues to exist to maintain the order). 

Accepting Nippon’s reliance on Infineon, the Special Master found there 

was a change in circumstances, in that Nippon was now seeking to export only a 
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portion of POSCO’s highly confidential and trade secret information that Nippon 

had selected for use in the foreign litigations.  (Ex. L at 17 (“‘good cause’ implies 

changed circumstances or new situations” (quoting Infineon Techs., 247 F.R.D. at 

2)); id. at 17-18 (“What has changed here is . . . that [Nippon] has now identified a 

finite number of documents rather than seek a blanket order for cross-use.”); id. at 

23 (identifying “changed circumstances” as a basis for granting Nippon’s motion).)  

The Special Master then focused on whether POSCO’s confidential information 

“may be relevant” to the Japanese and Korean litigations, which he concluded “is a 

sufficient showing of good cause to allow the cross-use.”  (Id. at 20.)  The Special 

Master noted that, “insofar as good cause is concerned, the words of art appear to 

be, when reviewing the aforecited cases [Infineon and In re Jenoptik], that the 

information ‘may be relevant.’” (Id. at 22.)  By relying on Infineon and In re 

Jenoptik, the Special Master analyzed whether Nippon had shown good cause to 

modify the DCO, not whether good cause continued to exist to maintain the DCO, 

as required by Pansy.  (E.g., id. at 20 (stating that the earlier denial of cross-use 

“has now been brought into question if ‘good cause’ to permit same is 

demonstrated and defendant will be protected”); id. at 23 (citing changed 

circumstances and Nippon’s “showing of good cause” as the reason for granting 

Nippon’s motion to modify).  This reflects a fundamental misunderstanding and 

thus misapplication of the controlling legal standard. 
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As POSCO argued before the district court (Ex. Q at 8-9, 10-14), the correct 

standard is whether good cause continues to exist to maintain the DCO that the 

district court initially endorsed.  Pansy, 23 F.3d at 790.  The Special Master 

erroneously collapsed the two-step framework in Pansy into a single step, 

concluding that Nippon’s alleged reason to modify the DCO—Nippon’s selection 

of less than all of POSCO’s confidential discovery and mere allegation that 

POSCO’s confidential discovery “may be relevant” to the foreign litigations—was, 

by itself, good cause to modify the DCO.  (Ex. L at 20.) 

By affirming the Special Master’s finding, the district court endorsed this 

legal error: “The Special Master concluded that the fact that the information may 

be relevant to a foreign court constitutes a sufficient showing of good cause to 

allow the use.”  (Ex. P at 2.)  And in so doing, the Special Master and the court 

bypassed the balancing test required by Pansy. 

C. Weighing the Relevant Factors Shows That Good Cause 
Still Exists to Maintain the DCO 

Had the district court applied the correct legal standard, it would have 

concluded that good cause still exists to maintain the DCO provision barring cross-

use.  Indeed, all of the relevant factors enumerated in Pansy weigh in favor of 

maintaining the existing DCO and against modification. 
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1. POSCO Relied on the DCO’s Cross-Use Prohibition 

The Special Master acknowledged that reliance on the DCO is a relevant 

factor in the Pansy analysis (Ex. L at 18), but both dismissed its significance and 

failed to address that POSCO produced trade secret information in reliance on the 

DCO.  The district court’s order similarly dismissed the fact that POSCO relied on 

the DCO’s provisions in producing its highly confidential and trade secret 

information.  (Ex. P at 3.) 

The parties’ cross-use dispute was a major barrier to proceeding with 

discovery in this case, specifically regarding the highly confidential and trade 

secret information at issue in this petition.  (Ex. D at 2.)  Only after the original 

determination by the Special Master to prohibit cross-use did POSCO produce its 

highly confidential, trade secret details of its manufacturing process.  (Id. at 6.)  

Moreover, the Special Master granted Nippon’s requests to compel broad 

discovery on the basis that the DCO’s confidentiality provisions would protect 

POSCO’s confidential information.  (Ex. H at 11; Ex. I at 17-18.)  Accordingly, 

POSCO produced millions of pages of confidential information (including trade 

secrets) in reliance on the DCO’s provision barring cross-use.  Absent the cross-

use prohibition, POSCO may have pursued other avenues to protect its confidential 

information, including seeking this Court’s protection before disclosing to Nippon 

the trade secret information at issue. 
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Reliance is an important factor weighing against modifying a confidentiality 

order, particularly where, as here, the party disclosed trade secrets in reliance on 

the order.  Pansy, 23 F.3d at 790; see also LG Display Co. v. AU Optronics Corp., 

No. 06-726-LPS, 2010 WL 5463305, at *4 (D. Del. Dec. 29, 2010) (denying a 

request to modify a confidentiality order and noting the parties’ reliance on the 

order and contentious nature of the litigation, including several disputes on the 

scope of the confidentiality order itself).  This factor thus weighs against 

modifying the DCO, and the district court erred by failing to acknowledge and 

consider it. 

2. POSCO Has a Legitimate Privacy Interest 

A party’s legitimate privacy interest is an important factor in the required 

balancing.  See Pansy, 23 F.3d at 787.  Neither the Special Master nor the district 

court discussed POSCO’s legitimate privacy interest in protecting its highly 

confidential and trade secret information.  Nippon does not dispute POSCO’s 

claim of confidentiality over the discovery at issue, which concerns POSCO’s 

manufacturing processes, research and development efforts, and competitive 

benchmarking efforts.  (See Ex. T at ¶¶ 12-14.)  Indeed, Nippon, which is suing 

POSCO for alleged trade-secret theft, is in no position to contest the critical 

importance of trade secrets in the GOES industry. 
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Courts routinely acknowledge a party’s legitimate privacy interest in 

maintaining the confidentiality of sensitive information, especially if that 

information is related to technology or concerns business competitors.  See In re 

Deutsche Bank Trust Co., 605 F.3d 1373, 1378 (Fed. Cir. 2010).  POSCO relies 

significantly on trade secret protection to maintain the value of its intellectual 

property. (Ex. T at ¶¶ 10-11.)  Information regarding POSCO’s manufacturing 

processes and research and development is not published and not publicly 

available.  (Id. at ¶ 14); see also Everest, 2010 WL 4387522 at *6 (finding 

legitimate privacy interest in maintaining the confidentiality of “information [that] 

is not publicly known or available to the public”). 

POSCO thus has a legitimate privacy and competitive interest in maintaining 

the confidentiality of the details of its manufacturing processes, research and 

development efforts, and competitive technology benchmarking efforts.  (Ex. T at 

¶¶ 11-18.)  This factor weighs in favor of maintaining the DCO, but the district 

court when modifying the DCO failed to adequately consider this factor. 

3. Nippon’s Intended Use of Discovery Obtained in This 
U.S. Litigation for the Foreign Litigations Is Not a 
Legitimate Purpose 

The district court and Special Master failed to consider whether Nippon was 

seeking to modify the DCO to cross-use POSCO’s confidential information for a 

legitimate purpose.  See Pansy, 23 F.3d at 787.  The failure to consider this Pansy 
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factor is especially significant because the Special Master recognized that Nippon 

has always intended to use the U.S. litigation to obtain discovery that it could not 

obtain abroad.  The Special Master stated, for example, that “[t]here is no doubt, 

and I so find, that Nippon had a desire to share discovery from this case with its 

foreign attorneys all along.”  (Ex. L at 16-17.)  The Special Master similarly found 

that Nippon’s “continued interest in cross-use, might suggest adherence to an 

earlier plan that failed for reasons noted above and it might suggest that it may 

have been Nippon’s modus operandi to pursue this issue all along.”  (Id. at 20.) 

The Special Master’s finding in this regard is noteworthy because of the 

significant differences in the issues, proceedings, and practices of this U.S. 

litigation and the trade-secret actions in Japan and Korea.  For example, Nippon’s 

foreign counsel would likely be unable to obtain POSCO’s trade secrets and other 

highly confidential information under Japanese or Korean law.  (Ex. U at ¶¶ 5-6; 

Ex. V at ¶¶ 5-6.). 

Further, because Nippon asserts patent infringement and false advertising 

claims in the U.S. litigation, the district court did not allow discovery on the 

existence and scope of Nippon’s trade secrets, if any.  And in Japan and Korea, 

where Nippon asserts trade secret claims, U.S.-style discovery does not exist.  (Ex. 

U at ¶¶ 5-6; Ex. V at ¶¶ 5-6.)  Thus, through its cross-use request, Nippon stands to 

gain a one-sided advantage in the foreign litigations by using POSCO’s 
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confidential information gained through U.S. discovery, while providing no 

discovery in the U.S. or the foreign litigations as to the foundation of Nippon’s 

alleged trade secrets.  The district court thus should have considered whether 

Nippon’s attempt to modify the DCO to use discovery from this case in foreign 

litigations is a legitimate purpose.  Had the court considered this issue, it would 

have concluded that this factor weighs against modifying the DCO to permit cross-

use.  Indeed, although the Special Master erroneously concluded that he was 

constrained to modify the DCO under the “may be relevant” standard, he expressed 

the view that “it might be tempting to deny Nippon’s request as part of the 

continuing plan to use the liberal discovery rules of this jurisdiction to benefit 

foreign litigation.”  (Ex. L at 23.) 

4. Permitting Cross-Use of POSCO’s Confidential 
Information Does Not Promote Fairness or Efficiency 

Similarly, neither the Special Master nor the district court considered the 

fact that permitting cross-use in this case will not promote fairness and efficiency.  

See Pansy, 23 F.3d at 787.  This consideration typically applies where documents 

are discoverable in two forums deciding the same or similar issues, with the court 

allowing cross-use to prevent duplication of effort in obtaining the materials 

separately in the two forums.  It does not apply here.  See, e.g., Medeva Pharma 

Suisse, 2011 WL 3841377, at *3 (finding it neither fair nor efficient to modify a 

confidentiality order to permit disclosure of confidential discovery to the FDA 
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where FDA regulations did not require the producing party to submit such 

documents to the FDA in the first instance).  The confidential information from the 

U.S. litigation that Nippon seeks to cross-use would likely be unavailable in Japan 

or Korea, where U.S.-style discovery does not exist.  (Ex. U at ¶¶ 5-6; Ex. V at 

¶¶ 5-6.)  Thus, modifying the DCO to permit cross-use of confidential information 

does not create efficiencies.  Rather, the cross-use and various restrictions further 

complicate an already highly contentious, worldwide dispute.  See LG Display, 

2010 WL 5463305, at *4 (denying motion to modify a confidentiality order where 

movant had not shown the materials would aid the discovery process in the 

copending proceeding). 

As to fairness, Nippon brought its trade secret action in Japan and has never 

claimed that cross-use is necessary for the Japanese or Korean courts to decide the 

issues before them, under their procedures and laws.  Nippon is in no way 

constrained or otherwise prejudiced in its ability to make its case against POSCO 

by virtue of the original cross-use restriction.  Furthermore, the modified DCO 

improperly allows Nippon to use the U.S. judicial system as a way to obtain 

information it would not otherwise be able to, unbalancing the judicial proceedings 

in Japan and Korea.  See Cordis Corp. v. SciMed Life Sys., Inc., 177 F.R.D 651, 

654 (D. Minn. 1997) (denying motion to modify protective order for use of 

confidential documents in Dutch litigation). 
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5. Permitting Cross-Use Does Not Benefit the Public or 
Involve a Public Official 

The district court also failed to consider that no public interests are involved.  

In Pansy, the court stated that, “if a case involves private litigants, and concerns 

matters of little legitimate public interest, that should be a factor weighing in favor 

of granting or maintaining an order of confidentiality.”  Pansy, 23 F.3d at 788.  By 

contrast, the involvement of a public official or a matter of public concern weighs 

against maintaining a confidentiality order.  Id.  Here, both parties are private 

litigants and the dispute concerns the use of POSCO’s trade secrets and 

confidential business information in private litigation.  The district court and 

Special Master both failed to analyze this factor, which weighs in favor of 

maintaining the DCO to protect POSCO’s confidential information. 

III. Allowing Cross-Use of POSCO’s Trade Secrets and Confidential 
Information Will Irreparably Harm POSCO  

The information at issue in this case includes trade secrets regarding 

POSCO’s manufacturing process that POSCO spent years developing and that are 

vital to POSCO’s business.  Allowing Nippon to use U.S. discovery to obtain this 

highly confidential and trade secret information unavailable to it in Japan and 

Korea for use in those countries will irreparably harm POSCO.  Indeed, this 

disclosure could destroy the value of POSCO’s trade secrets and its business.  This 

is a particular concern here because Nippon is a rival GOES manufacturer. 
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The modified DCO that Nippon proposed, and the Special Master accepted, 

attempts to impose confidentiality restrictions on Nippon’s foreign counsel and on 

the foreign courts that would be difficult, at best, to enforce.  The Special Master 

expressed his view that these restrictions “will be taken to assure that the 

information will be kept confidential as it has been kept in this jurisdiction.”  (Ex. 

L at 23.)  While the Special Master’s adoption of these restrictions was 

undoubtedly well-intentioned, in application they may prove to be inadequate to 

protect POSCO’s trade secrets.  Not only would any potential breach be hard to 

detect, but the U.S. courts have limited authority to enforce the provisions against 

foreign citizens or judiciaries.   

The Special Master also wrongly concluded that imposing these restrictions 

obviated any reliance by POSCO on the original DCO.  (Ex. L at 20.)  If this were 

true, cross-use in foreign courts would be allowed in every case so long as the U.S. 

district court cautioned the parties and the foreign court to maintain confidentiality.  

This would transform U.S. courts into clearinghouses for confidential information 

that parties were unable to obtain in foreign jurisdictions.  This, in turn, could 

impede U.S. discovery by undermining parties’ reliance on protective orders, 

which are meant to encourage swift and open discovery. 

The Special Master based his decision almost entirely on his acceptance of 

Nippon’s allegation that the information “may be relevant” to the Japanese and 
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Korean courts.  But there is no evidence of record that this information is relevant 

or that these courts want or need this information.  Nor is there any indication that 

the foreign courts would agree to abide by the confidentiality protections the 

Special Master sought to put in place.  Yet regardless of how the foreign courts 

would treat POSCO’s trade secret information, modifying the DCO to permit 

cross-use could irreparably harm POSCO. 

Even if the parties determine that the foreign courts cannot or will not agree 

to the conditions set forth by the Special Master, once Nippon’s foreign counsel 

receives POSCO’s confidential information, they cannot later unlearn it.  See, e.g., 

FMC Corp. v. Taiwan Tainan Giant Indus. Co., 730 F.2d 61, 63 (2d Cir. 1984) (“A 

trade secret once lost is, of course, lost forever.”).  Nippon’s foreign counsel would 

be able to use that information to prepare their case, even if they are not allowed to 

rely on the information in court and would not have been allowed to obtain those 

materials through discovery.  As the Third Circuit has recognized: 

Attorneys cannot unlearn what has been disclosed to 
them in discovery; they are likely to use such materials 
for evidentiary leads, strategy decisions, or the like.  
More colorfully, there is no way to unscramble the egg 
scrambled by the disclosure; the baby has been thrown 
out with the bath water. 

In re Ford Motor Co., 110 F.3d 954, 963 (3d Cir. 1997), abrogated in part on 

other grounds by Mohawk Indus. v. Carpenter, 558 U.S. 100 (2009) (internal 

citation omitted).  Indeed, in a mandamus action concerning which attorneys could 
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review confidential information subject to a prosecution bar, this Court has 

similarly confirmed that “it is very difficult for the human mind to 

compartmentalize and selectively suppress information once learned, no matter 

how well-intentioned the effort may be to do so.”  In re Deutsche Bank, 605 F.3d 

at 1378 (quoting FTC v. Exxon Corp., 636 F.2d 1336, 1350 (D.C. Cir. 1980)).   

Disclosing materials to foreign counsel for use in Korea and Japan poses an 

additional risk to POSCO because Japanese and Korean courts do not generally 

recognize an “attorneys’ eyes only” level of protection for materials filed with the 

court, meaning that at least parties and potentially third parties can have or seek 

access.  (E.g., Ex. W at ¶¶ 6-7, 11; Ex. X at ¶¶ 4-5.)  Accordingly, even though the 

district court imposed restrictions on the use of POSCO’s information by foreign 

counsel, materials shared with foreign counsel and used in the foreign litigations 

may nonetheless become accessible to third parties.  POSCO’s trade secrets could 

also become accessible to Nippon’s in-house technical staff during depositions or 

court hearings they attend.  Such disclosure would destroy the value of POSCO’s 

trade secrets. 

Once POSCO’s highly confidential and trade secret information is disclosed 

in Japan that information is subject to the will of Nippon’s foreign counsel and 

foreign courts.  There is no agreement or comity interests that compel the foreign 

courts to change their practices or policies because a U.S. district court intended 
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for the discovery to be treated as it would be here.  And under Japanese and 

Korean law, while U.S.-style discovery is not permitted, a party, if it can identify 

specific documents in the possession or control of its adversary, can ask the court 

to compel production of those documents.  (Ex. U at ¶¶ 5-6; Ex. V at ¶ 5.)  Thus, 

the physical transfer of the hundreds of documents and pages of testimony at issue 

from Nippon’s U.S. counsel to its foreign counsel in Japan and Korea presents 

substantial risk that POSCO”s trade secrets will be irreparably compromised. 

The original DCO, which both the district court and Special Master 

endorsed, barred cross-use to avoid precisely these risks and to facilitate disclosure 

for the purposes of the U.S. litigation.  Modifying the DCO on a speculative and 

unproven allegation that discovery may be relevant, after POSCO already 

produced highly confidential and trade secret information in reliance on the DCO, 

will irreparably damage POSCO and pose a risk of destroying POSCO’s trade 

secrets. 

IV. CONCLUSION 

For the reasons given above, the Court should grant this petition and direct 

the district court to vacate its October 30, 2014, order modifying the DCO to 

permit cross-use of POSCO’s confidential and trade secret information. 
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